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DETAILED ACTION 
Response to Arguments 

Applicant's arguments in the pre-brief conference request filed on 24 July 2009 
are persuasive only insofar as they apply to the lack of an explicit teaching in the 
Marnay reference of an offset projection and/or recess. The statement in Marnay that it 
is advantageous that the receptacle and protraction are in a central part (see, e.g., 
Marnay, col. 3, lines 13-16) does not rise to a teaching against those features being 
located somewhere away from the center if necessary-especially in light of the 
reference to Cauthen (6,019,792; of record) further discussed and applied below. While 
the rejection over Marnay alone is withdrawn, PROSECUTION IS HEREBY 
REOPENED in light of the following grounds of rejection. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41.20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing this action. 
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Election/Restrictions 
Applicant's election without traverse of the invention of group I, in the reply filed 
on 06 January 2009, is acknowledged. Claims 37-39 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected invention, 
there being no allowable generic or linking claim. As claims 11,12 and 31-36 were 
previously withdrawn from consideration, claims 11,12 and 31-39 stand withdrawn from 
consideration and claims 1-10 and 13-30 are under review. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 and 13-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marnay (WO 01/01893; cited by Applicant) in view of Cauthen 
(6,019,792; cited by Applicant). 

Marnay discloses the claimed invention including components 2, 3/4, flanges, 
e.g. 17, convex projection 25, and concave recess 12 (see, e.g., Figs. 1-3, 6 and 7). 
The components have a notch, e.g., 22, 23. The flanges comprise sharp portions, e.g., 
7 and shearing edges of leading end. The flanges have through holes, e.g., 21 . 
Marnay discloses the claimed invention except for explicitly teaching that the protrusion 
and recess can also be located somewhere other than a central location. Cauthen 
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shows an articulating implant 10, and, like Marnay, teaches that the articulation means 
40, 42 are "generally centrally located" on the articulation surfaces to align with the 
spine's normal axis of rotation when implanted (see, col. 5, lines 63-67). However, 
Cauthen goes on to explicitly teach that the location "can be selectively varied to 
position the center of rotation of the articulation means centrally, anteriorly, posteriorly, 
to the left, to the right, or eccentrically (off-center in both anterior/posterior direction and 
the left/right direction) of the spine's normal axis of rotation, in order to achieve proper 
alignment of the spine, thereby restoring optimal sagittal and coronal spinal balance and 
alignment." (See, col. 5, line 67 - col. 6, line 7.) Given this teaching, it would have been 
obvious to a person having ordinary skill in the art at the time of the invention to have 
located the projection and recess of Marnay offset from the center, in view of Cauthen, 
in order to achieve proper alignment of a misaligned spine, thereby restoring optimal 
sagittal and coronal spinal balance and alignment. Regarding the materials used, it 
would have been further obvious to one having ordinary skill in the art at the time the 
invention was made to have provided the device of the combination of Marnay and 
Cauthen with a bone growth promoting material to enhance fixation of the device to 
bone and to have formed the device of a cobalt-chrome-molybdenum metallic alloy for 
durability, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Comstock whose telephone number is (571) 272- 
4710 (a detailed message should be left if Examiner is unavailable). If attempts to 
reach the Examiner by telephone or voicemail are unsuccessful, the examiner's 
supervisor, Eduardo Robert, can be reached at (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/David Comstock/ 
Examiner, Art Unit 3733 

/Corrine M McDermott/ 

Supervisory Patent Examiner, Art Unit 3738 



